United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/633,986 



08/04/2003 



7590 



03/02/2004 



Daniel Eugene Grizzle 
9410 Romaine 
OverLand, MO 63114 



Daniel Eugene Grizzle 



5615 



FERNSTROM, KURT 



ART UNIT 



PAPER NUMBER 



3712 

DATE MAILED: 03/02/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 





Application No. 


Applicant(s) 






10/633,986 


GRIZZLE, DANIEL EUGENE 


Examiner 


Art Unit 






Kurt Fernstrom 


3712 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received irithis National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pa P er No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) LJ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 



Specification 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: Apparatus for Finding Prime Numbers. 



The abstract of the disclosure is objected to because it has not been presented in 
proper grammatical form. Correction is required. See MPEP § 608.01 (b). 

The disclosure is objected to because the Brief Description of Figures 1 A and 2A 
is not adequately brief. Detailed description of the contents of these Figures should be 
placed within the Detailed Description of the Invention. Also, the specification contains 
numerous idiomatic and grammatical errors. 

Appropriate correction is required. 



Claim Rejections - 35 USC §112 



The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 1 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 



the enablement requirement. The claim(s) contains subject matter which was not 



Application/Control Number: 10/633,986 Page 3 

Art Unit: 3712 

described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. It 
is not clear how the wave form interacts with the number line to identify prime numbers. 
It appears from Figure 2A that many numbers marked by the wave form, including 25, 
35, 49, 55 and so forth, are not prime numbers. One of ordinary skill in the relevant art 
would not know how to use the device to identify prime numbers. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 1 is rejected as failing to define the invention in the manner required by 35 
U.S.C. 112, second paragraph. 

The claim(s) are narrative in form and replete with indefinite and functional or 
operational language. They are also replete with grammatical and idiomatic errors. The 
structure which goes to make up the device must be clearly and positively specified. 
The structure must be organized and correlated in such a manner as to present a 
complete operative device. Non-descriptive terminology which may be unfamiliar to the 
user, such as "Grizzle Number Line" and "Kieu Wave Form", should be avoided. The 
claim(s) must be in one sentence form only. Each claim must be consecutively 
numbered. Note the format of the claims in the patent(s) cited. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 1 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. The invention is an arrangement of numbers, used to 
determine patterns. Such arrangements do not fit within any of the four categories of 
patentable subject matter, namely processes, machines, manufactures or compositions 
of matter. The invention amounts to the manipulation of abstract ideas, not fixed in any 
tangible medium, and thus does not contain patentable subject matter in the manner 
required under patent law. Mathematical algorithms, without a practical application in 
the technological arts, are also not patentable subject matter. See ATT Corp. V. Excel 
Communications, Inc., 172 F.3d 1352, 1359-60, 50 USPQ2d 1447, 1452-53 (Fed. Or. 
1999) and State Street Bank & Trust Co. V. Signature Financial Group Inc., 149 F.3d 
1368, 1373, 47 USPQ2d 1596, 1600 (Fed. Cir. 1998). As a result, the subject matter of 
the claimed invention is non-statutory. Also, the invention is not in the technological arts, 
as no technology, indeed no structure at all, has been recited as part of the claimed 
invention. Under MPEP 2106, section MA, a claimed invention lacking a practical 
application in the technological arts lacks statutory subject matter. See also Ex Parte 
Bowman, 61 USPQ2d 1669 (Unpublished) and In re Foster, 169 USPQ 99 
(CCPA1971). 

Claim 1 is further rejected under 35 U.S.C. 101 because the claimed invention 
lacks patentable utility. As discussed above, it is not clear how the wave form interacts 
with the number line to identify prime numbers. It appears from Figure 2A that many 
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numbers marked by the wave form, including 25, 35, 49, 55 and so forth, are not prime 
numbers. As a result, the invention does not have utility of the sort required for 
patentability. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Hata, Sanford, Brown, Stein and Jaffe disclose various devices 
for teaching mathematics concepts. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kurt Fernstrom whose telephone number is (703) 305- 
0303. The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Derris Banks can be reached on (703) 308-1745. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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